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PETITION DECISION 



This is in response to the petition under 37 CFR 1.144, filed February 21, 2007, requesting 
withdrawal of an improper Lack of Unity requirement. 

BACKGROUND 

A review of the file history shows that this application was filed under 35 U.S.C. 371 and was 
accepted on April 11, 2005, and contained claims 1-8. In a first Office action, mailed August 21, 
2006, the examiner set forth a Lack of Unity requirement based on Formula (3), as follows: 




(A is defined as an aromatic heterocycle having at least one hetero-atom or phenyl). 

Group I, claims 1-8, drawn to preparing compounds of Formula (3) where A is phenyl; 
Group II, claims 1-8, drawn to preparing compounds of Formula (3) where A is 
thiophene; 

Group III, claims 1-8, drawn to preparing compounds of Formula (3) where A is 
quinolinecarbonitrile; 

Group IV, claims 1-8, drawn to preparing compounds of Formula (3) where A is furan; 
Group V, claims 1-8, drawn to preparing compounds of Formula (3) where A is pyridine. 

The examiner cautioned that the above list was not exhaustive and allowed applicants to elect an 
invention different from those listed. The examiner reasoned that Unity of Invention was lacking 
inasmuch as the structure of.Formula (3) did not constitute a special technical feature shared by 
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all compounds. Also, that the compounds are differently classified and result in vastly different 
searches. The examiner also requested election of a single invention. 

Applicant replied on October 19, 2006, electing, with traverse, Group I. Applicant argued that 
all of the claims were directed to a single inventive concept, the formation of aromatic nitriles 
using the same set of reactants. 

The examiner mailed an Office action to applicant on December 21, 2006, noting the election 
and responding to the traversal thereof. The examiner maintained the requirement for basically 
the same reasons as in the previous Office action, but did not make the requirement Final. The 
examiner then further limited applicants elected Group by defining or limiting the values of "n" 
and R. The examiner then objected to the claims as containing non-elected subject matter and 
requested cancellation thereof. 

Applicant filed this petition on February 21, 2007, basically repeating the arguments presented to 
the examiner. 

DISCUSSION 

Although the Lack of Unity requirement has not been made Final, it has been repeated by the 
examiner and the petition is properly filed. 

Applicant argues that the examiner has considered the claims for Lack of Unity as if they were 
directed to compounds, per se. However the claims are all process claims and applicants identify 
the special technical feature common to all process claims as the oxidized bromine compound 
combined with an acid catalyst and ammonia which acts on any aromatic compound having a 
hydroxymethyl, alkoxymethyl or aldehyde functionality. No compounds are being claimed. 

Applicant's arguments are found to have merit. A review of the claims shows that the reactants 
are identical in each claim except for the aromatic compound acted on, but that irrespective of 
that variability, the reaction proceeds in the same manner and produces the same result. The 
examiner's Lack of Unity requirement arguments are based upon the different starting or ending 
compounds and do not support a Lack of Unity for process claims. 

It is noted that claim 1, as presently amended, lacks definition of variables n, R and q, since that 
portion of the claim defining them has been deleted. Applicant should provide an appropriate 
amendment to correct this deficiency. 

DECISION 

The petition is GRANTED. The Lack of Unity requirement is withdrawn. 

Applicant remains under obligation to reply to the Office action of December 21, 2006, 
within the time period set therein, or as extended under 37 CFR 1.136(a). 
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Should there be any questions about this decision please contact William R. Dixon, Jr., by letter 
addressed to Director, TC 1600, at the address listed above, or by telephone at 571-272-0519 or 
by facsimile ^ent to the general Office facsimile number, 571-273-8300. 




John LeGuyader 

Director, Technology Center 1600 



